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Claims 1-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. No support can be found for "by a heating or 
cooling member not in contact with the column." A fair reading of the remarks would 
indicate that these phases are intended to mean that the column is not in direct thermal 
contact with the heating or cooling source. However, the specification does not support 
precluding direct thermal contact with the heating or cooling source. Page 4, lines 1 
and 2 of the specification indicates that Figure 1 is an embodiment of the invention. In 
that embodiment, the tubing and the column are both place in a single oven. As such, 
both the tubing and column are in direct contact with the heat source. Page 5, lines 4-8 
of the specification indicates in the Figure 2 embodiment that the heating element may 
be anywhere along tubing 1 1 . This would include direct thermal contact. The 
specification does not support precluding direct thermal contact with the heating or 
cooling source because direct thermal contact is all of applicants' heating embodiments. 
Accordingly, the claims are considered to be directed to new matter. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-17 are rejected under 35 U.S.C. 102(B) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Sutton (U.S. Patent No. 6,103,112). 
The claims are considered to read on Sutton (U.S. Patent No. 6,103,1 12). However, if a 
difference exists between the claims and Sutton (U.S. Patent No. 6,103,1 12), it would 
reside in optimizing the steps of Sutton (U.S. Patent No. 6,103,1 12). It would have 
been obvious to optimize the steps of Sutton (U.S. Patent No. 6,103,1 12) to enhance 
separation. 

Claims 5, 6, 9, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sutton (U.S. Patent No. 6,103,1 12) in view of Nickerson (U.S. Patent 
No. 6,423,120). At best, the claims differ from Sutton (U.S. Patent No. 6,103,1 12) in 
reciting up to several hundred watts. Nickerson (U.S. Patent No. 6,423,120) (column 5, 
lines 35-45) discloses a typical heater must be configured from 60 watts to achieve 
reasonable heat-up rates. It would have been obvious to use 60 watts in Sutton (U.S. 
Patent No. 6,103,112) because Nickerson (U.S. Patent No. 6,423,120) (column 5, lines 
35-45) discloses a typical heater must be configured from 60 watts to achieve 
reasonable heat-up rates. 

Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sutton (U.S. Patent No. 6,103,112) in view of each of Schneider (U.S. Patent No. 
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5,238,557), that which is conceded to be old in the paragraph bridging pages 2 and 3 of 
the specification, Japan Patent No. 62-067449, and Waters (U.S. Patent No. 
3,522,725). At best, the claims differ from Sutton (U.S. Patent No. 6,103,1 12) in reciting 
that the heating and cooling with a heating or cooling member not in contact with the 
column. Schneider (U.S. Patent No. 5,238,557) (column 4, lines 42-44) discloses 
performing heating and cooling away from the column by preheating allows use of less 
heating power by the column. That which is conceded to be old in the paragraph 
bridging pages 2 and 3 of the specification indicates that use of a feedback control of a 
preheater is suitable for wide bore columns. Japan Patent No. 62-067449 (Abstract) 
discloses that preheating prior to the injection port reduces diffusion. Waters (U.S. 
Patent No. 3,522,725) (column 3, lines 29-37) discloses that it is sufficient to have the 
connected ends of the column attached to heat exchanged tubing to maintain column 
temperature and the drawing pictorially discloses the heating and cooling is away from 
the column. It would have been obvious to heat and cool with a heating or cooling 
member not in contact with the column either because Schneider (U.S. Patent No. 
5,238,557) (column 4, lines 42-44) discloses performing heating and cooling away from 
the column by preheating allows use of less heating power by the column; or because 
that which is conceded to be old in the paragraph bridging pages 2 and 3 of the 
specification indicates that use of a feedback control of a preheater is suitable for wide 
bore columns, or because Japan Patent No. 62-067449 (Abstract) discloses that 
preheating prior to the injection port reduces diffusion, or because Waters (U.S. Patent 
No. 3,522,725) (column 3, lines 29-37) discloses that it is sufficient to have the 
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connected ends of the column attached to heat exchanged tubing to maintain column 
temperature and the drawing pictorially discloses the heating and cooling is away from 
the column. 

Claims 5, 6, 9, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sutton (U.S. Patent No. 6,103,112) in view of each of Schneider 
(U.S. Patent No. 5,238,557), that which is conceded to be old in the paragraph bridging 
pages 2 and 3 of the specification, Japan Patent No. 62-067449, and Waters (U.S. 
Patent No. 3,522,725) as applied to claims 1-17 above, and further in view of Nickerson 
(U.S. Patent No. 6,423,120). At best, the claims differ from Sutton (U.S. Patent No. 
6,103,1 12) in view of each of Schneider (U.S. Patent No. 5,238,557), that which is 
conceded to be old in the paragraph bridging pages 2 and 3 of the specification, Japan 
Patent No. 62-067449, and Waters (U.S. Patent No. 3,522,725) in reciting up to several 
hundred watts. Nicl<erson (U.S. Patent No. 6,423,120) (column 5, lines 35-45) 
discloses a typical heater must be configured from 60 watts to achieve reasonable heat- 
up rates. It would have been obvious to use 60 watts in Sutton (U.S. Patent No. 
6,103,1 12) in view of each of Schneider (U.S. Patent No. 5,238,557), that which is 
conceded to be old in the paragraph bridging pages 2 and 3 of the specification, Japan 
Patent No. 62-067449, and Waters (U.S. Patent No. 3,522,725) because Nickerson 
(U.S. Patent No. 6,423,120) (column 5, lines 35-45) discloses a typical heater must be 
configured from 60 watts to achieve reasonable heat-up rates. 

The remarks urge that page 5, lines 4-8 of the specification supports the phrase 
"by a heating or cooling member not in contact with the column." Page 5, lines 4-8 of 
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the specification indicates in the Figure 2 embodiment that the heating element may be 
anywhere along tubing 1 1 . This would include direct thermal contact. As such, this 
passage does not support precluding direct thermal contact. 

The remarks urge that Sutton (U.S. Patent No. 6,103,1 12) does not heat or cool 
with a heating or cooling member not in contact with the column. However, Sutton (U.S. 
Patent No. 6,1 03,1 1 2) on column 1 2, lines 1 9-23 discloses use of a coil of capillary 
tubing prior to the column to establish heat transfer contact with the outer surface. As 
such, Sutton (U.S. Patent No. 6,103,1 12) discloses rapid heating or cooling of the fluid 
with a heating or cooling member not in contact with the column. It is noted that hole 
102 is proximate to column 106. 

The remarks urge patentability based upon the limitation "by a heating or cooling 
member not in contact with the column." However, this limitation is considered to be 
new matter. In any event, Schneider (U.S. Patent No. 5,238,557) (column 4, lines 42- 
44) discloses performing heating and cooling away from the column by preheating 
allows use of less heating power by the column. That which is conceded to be old in 
the paragraph bridging pages 2 and 3 of the specification indicates that use of a 
feedback control of a preheater is suitable for wide bore columns. Japan Patent No. 62- 
067449 (Abstract) discloses that preheating prior to the injection port reduces diffusion. 
Waters (U.S. Patent No. 3,522,725) (column 3, lines 29-37) discloses that it is sufficient 
to have the connected ends of the column attached to heat exchanged tubing to 
maintain column temperature and the drawing pictorially discloses the heating and 
cooling is away from the column. It would have been obvious to heat and cool away by 
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a mennber not in contact witli tlie column eitlier because Sclineider (U.S. Patent No. 
5,238,557) (column 4, lines 42-44) discloses performing lieating and cooling away from 
the column by preheating allows use of less heating power by the column; or because 
that which is conceded to be old in the paragraph bridging pages 2 and 3 of the 
specification indicates that use of a feedback control of a preheater is suitable for wide 
bore columns, or because Japan Patent No. 62-067449 (Abstract) discloses that 
preheating prior to the injection port reduces diffusion, or because Waters (U.S. Patent 
No. 3,522,725) (column 3, lines 29-37) discloses that it is sufficient to have the 
connected ends of the column attached to heat exchanged tubing to maintain column 
temperature and the drawing pictonally discloses the heating and cooling is away from 
the column. 

The remarks urge Sutton (U.S. Patent No. 6,103,1 12) does not rapidly heat his 
fluid. However, Sutton (U.S. Patent No. 6,103,112) on column 13, lines 9-13 and lines 
32-35 discloses rapid and precise heating and cooling. 

The remarks urge that Sutton (U.S. Patent No. 6,103,1 12) does not disclose 
claim 10's sensor. However, an inspection of Figure 7 reveals that temperature sensor 
1 1 8 is closer to that portion of tubing 1 14 closer to column 1 06 than emerging from 
pref liter 98. 

The remarks urge that Sutton (U.S. Patent No. 6,103,1 12) does not measure the 
temperature in the tubing. However, Sutton (U.S. Patent No. 6,103,1 12) on column 14, 
lines 7-20 discloses mounting the sensor on the tubing. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication should be directed to E. Therkorn at 
telephone number (571 ) 272-1 1 49. The official fax number is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Ernest G. Therkorn/ 
Ernest G. Therkorn 
Primary Examiner 
Art Unit 1797 

EOT 

September 24, 2008 



